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4) B Claim(s) 2£38 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) B Claim(s) 2£38 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 
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a)BAII b)D Some* c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
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Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 23-30, 33-34, drawn to a method of hydrophobizing/oleophobizing 
an article or imparting release characteristics thereto, classified in class 
428, subclass 447. 

II. Claims 31-32, drawn to a method of improving the rheological properties 
of a polymer dispersion or emulsion, classified in class 524, subclass 858. 

III. Claims 35-36, drawn to a method of formulating paints, classified in class 
106, subclasses 287.13 and 287.28. 

IV. Claims 37-38, drawn to a method of promoting adhesion, classified in 
class 156, subclass 329. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I, II, III and IV are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
808.01). In the instant case, the inventions defined by groups I to IV are deemed 
unrelated because of the disparate effects that are to be conveyed by each method. 
For example, one skilled in the art would certainly not predict that a compound known to 
impart exemplary release characteristics would also be useful in applications that 
required improved adhesion as the method claims of group IV would suggest. Indeed, 
there would be little or no expectation that a compound that produces a low energy 
surface upon being polymerized could also be successfully implemented as an 
adhesive material. The objectives of the subject matter in the claims of Groups II and III 
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are equally dissimilar. Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art because of their recognized 
divergent subject matter, restriction for examination purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention in group I: 

(a) claims 23-24 are directed to a method of protecting buildings and their 
facades using a formulation containing a fluoroalkyl-functionalized silane, 

(b) claims 27-28 are directed to a method of coating glass fibers using a 
formulation containing a fluoroalkyl-functionalized silane, and 

(c) claims 29-30 are directed to a method of silanizing inorganic fillers and 
pigments using a formulation containing a fluoroalkyl-functionalized silane 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 23-24 and/or 33-34 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 703-605- 
1 176. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers 
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for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



Marc S. Zimmer 
All 1712 




November 5, 2001 



Rolbsrt Daman 
Supervisory Ratenl Emmlmr 
Technology Center 1 700 



